10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

TERRENCE P. MCMAHON (State Bar No. 71910)
MONTE M. F. COOPER (State Bar No. 196746)

VINCENT M. POLLMEIER
ROMAN GINIS

LOYOLA LAW SCHOOL
919 South Albany Street
LosAngeles, CA

Telephone: (213) 736-1000

Attorneys for Plantiff
CLOSED CORPORATION,

UNITED STATESDISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

CLOSED CORPORATION, aCdifornia
Corporation

Haintiff,
V.

OPEN SESAME USERS GROUP, DOES 1-
1000, and SCAPE GOAT,

Defendants.

DOCSSV1:92258.1
10447-1 M26

CASE NO. CT-0001-DFO

CLOSED CORPORATION'SAMENDED
RESPONSE IN OPPOSITION TO OPEN
SESAME’'SMOTION TO DISMISS




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

TABLE OF CONTENTS
Page
TABLE OF AUTHORITIES. ...t ii
QUESTIONSPRESENTED ...ttt e 1
INTRODUGCTION. ...ttt b bt ae e e sn e e e e b e n e sreenneeane s 1
STATEMENT OF FACTS ... oo 3
BURDEN OF PROOF ......cooiiiiiiiii e 7
ARGUMENTS . b et b et e h e s Rt e e e s ae e s e e e e ane e b e eanesreenneennens 8

l. PERSONAL JURISDICTION SHOULD BE FOUND AGAINST THE OPEN SESAME
USERS GROUP AND ITSMEMBERS .......ccocoiiiie s 8

A.

The Open Sesame Usars Group And Its Members Purposefully

Availed Themsaves Of TREFOMUM .....ooooeieeeeeeeeeee et e s 9

The Open Sesame Users Group And Its Members Created An
Internet Based Digtributed Devel opment Environment With
Subgtantial Presence Within Cdlifornia Which Could
Reasonably Be Expected To Avall Itsef Of Software

Developers And Users Located Within CaAlifornia...........ccceeveeeeveeceveesieenns 9
2. Jurisdiction Is Proper In Cdifornia Under the * Effects Doct
asthe Effects of the Infringement Were Fdt by the Plaintiff in Cdifornia........ 12
B. A Finding of Personal Jurisdiction Comports with “Traditional Notions of Fair Play and
................................................................................................. 14
. THE NORTHERN DISTRICT OF CALIFORNIA IS A PROPER VENUE FOR
THIS SUIT et ettt et e st et e b e e bt e seese et e eenbesbenbenrens 17
A. The Open Sesame Users Group Meets the Residency Reguirement for Venue under
28 U.S.C. 1400(B). c.eeueeeereenreriesiiriieiesie sttt e e see st st ne s e e sne e 17
1. The Open Sesame Users' Group Is An Unincorporated
F NS o - 1o RSP R 17
2. The Open Sesame User’s Group And Its Individual Members
Have Sufficient Contacts With the Northern Didtrict of
Cdifornia To Make Juristiction Proper...........ccoveeeneenenee e 20
DOCSSV1:92258.1

10447-1 M26




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

C.

The Development of the Infringing Software Via Usenet Condtitutes
Infringement Within The Judicid Didrict and The Internet Provides
a Permanent Place of Busness Within the DISHTICE........oeeveeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee 21

Principles of Equity and Reasonableness, and the Underlying Principles
of Venue Arque for the Finding of Proper Venue in the Northern Didrict of Cdifornia22

1. SERVICE OF PROCESS IS VALID AGAINST THE OPEN SESAME USERS GROUP

AND DOE DEFENDANTS 1-1000. ....ceeeeeeeeeeee et e e e eeeaee e eeeeaaeeeesaaeeeeeeaeeeeeaaanns 23
A. Service By Pogting A Copy of the Summons and Complaint to
comp.os.opensesame Condtituted Vaid Service To The Open
SESAMNE USETS GEOUD. ..t eeeeeeeeeeeeee e e eeeeeeeeaaaseeeaseeeessnaassssesseaessnaassesesseennsnnaaaeeees 23
B. Sarvice By Electronicaly Malling (e-mailing) to the E-mail
Addresses of Posters to comp.os.opensesame, Posting on the
comp.os.opensesame Newsgroup, and Publishing in the Open
Source Newdetter Constituted Adequate Service of Process
To Doe DefendantS 1-1000. ........eeeeeeeeeeeeeeeeeeeeeeeeeeaeneeenenessnsnensnnssnsnsnsnsnsnsnsnsnsnnnnnsnnes 26
C. Even If Sarvice of Process Against Doe Defendants 1-1000 Was Not
Sufficient, This Suit Should Be Allowed To Continue, Until The
Doe Defendants Can Be IAENtifieU........ccoeeeeeeeeeeeeeeeee e e e 27
CONCLUSION ..ot e e ettt e e e e e e e e e e e et eeeeeeeeeaeeeeeeeeeeesaanenneeeeeneeeaaennnnnees 28
DOCSSV1:92258.1 .
10447-1 M 26 Il




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

TABLE OF AUTHORITIES

CASES
Pege

ACLU v. Reno,

929 F. Supp. 824 (E.D. Pa. 1996), affd, 521 U.S. 844 (1997) ....cceccevereriririeieerie e 3,8
Associated Students of the University of California at Riverside v. Kleindienst,

B0 F.R.D. 65 (C.D. Cal. 1973) ...oovvreeeeeeeieeeseeesrisssseessssssssssesssssssssssssssesssssssssssssesesssssenssnsons 17
Bally Export Corp. v. Balicar, Ltd.,

804 F.2d 398 (Tt Cir. 1986) .....cvververiiriirieieriesiesiesiesiesseses e seeseessestesse b ssesses e neeseessestessessessens 8
Barrett v. Catacomb Press,

44 F.Supp.2d 717 (E.D. Pa. 1999) ......ooovveeeeeeereeeeseeessseesesssssssessssssesssssssssssssssssssssssssssneens 311
Bradford Novelty Co. v. Manheim,

156 F. SUPP. 489 (SD NY 1957) iiiiiirieieiesie ettt st sae st st 3,23
Burger King v. Rudzewicz,

A71U.S. 462 (1985) ...oovoevereereeeeieeesseesssessesseesssssssssssssasssssssssssssssssssassssssssssssssseons 1,3, 11, 14
Butchers Union Local No. 498, United Food & Commercial Workersv. SDC Investment, Inc.,

788 F.2d 535 (9th Cir. 1986) .....cververiiriiriisiirieieesie e sie sttt st st s sneeseeseestesnesrensens 7
Calder v. Jones,

465 U.S. 783 (1984) ....eeeeeeeeeeeeiesiestesteste et eteeseeaeaestessestessestesseeseesaenaesensessesaeasesseanenneennenes 3,12
California Clippers, Inc. v. United States Soccer Football Association,

314 F. Supp. 1057 (N.D. Cal. 1970) ....cceieririerieniesiesieieee ettt sresne e 3,19
Columbia Insurance Co. v. Seescandy.com,

185 F.R.D. 573 (N.D. Cal. 1999)......ccccciieeeeieriesese et seese e 3, 26, 27, 28
CompuServe v. Patterson,

89 F.3d 1257 (6t Cir. 1996) ......eeueeuieiiierieriesiesiesesessee e see st st e e sse b e s eneenes 3,10
Core-Vent Corp. v. Nobel Industries AB,

11 F.3d 1482 (9th Cir. 1993) ....eoveieeieeieeieeeeee e e see et a e st sresneene e eneens 3,12, 14
Coscarart v. Major League Baseball, No. C96-1426

(N.D. Cal. JUL. 11, 1996) ......eeueeueeieieriesiesiesiesieeeees e stesaesbe e s s see s ssestesaesbessessesneeneas 3,18, 19
DOCSSV1:92258.1

10447-1 M26 iii




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

Cybersell, Inc. v. Cybersdll, Inc.,

130 F.3d 414 (9O Cir. 1997) ...ttt sttt st s 3,9
Denver Area Education Telecommunications Consortium, Inc. v. F.C.C,

518 U.S. 727 (1996) ...cuveeeieeiiiererieeiieieeeseesiestestestestessessesseeseessessessessessessessesseeseensessessessessessenns 22
Donatelli v. National Hockey League,

893 F.2d 459 (1St Cir. 1990)....cueeuerueeieierieriestesiesieseseeseesse st st e e sae b e sne e eneenes 3,18
Grammenos v. Lemos,

457 F.2d 1067 (20 Cir. 1972) .ooeeieciecieeieeieee ettt st be st e neestesaessensenns 8
Hasbro, Inc. v. Clue Computing, Inc.,

994 F. SUPP. 34 (D. M@SS. 1997) ..ottt sttt sne b nne s 3,12
Hayashi v. Red Wing Peat Corp.,

396 F.2d 13 (Oth Cir. 1968) .....c.evieriieieieieriesiestesteste s sesee e e e seesseste e ssesseeseeseeneessessessessessessens 8
Hecht v. Malley,

265 U.S. 144 (1923) ...ttt sttt sttt bbbttt a bbbt 3,20
IPCO Hospital Supply Corp. v. Les Fils DAuguste Maillefer SA.,

446 F. SUPP. 206 (SD NY 1978) ...cceeceeeiecieieiiesie e sie st see e see st et sse e ee e eesteseesnennens 22
Indianapolis Colts, Inc. v. Metropolitan Baltimore Football Club Ltd. Partnership,

34 F.3d 410 (7th Cir. 1994) ....ooeiiieiieieeee ettt e bbb nne s 4,12
Inset Systems, Inc. v. Instruction Set,

937 F. SUPP. 161 (D. CONN. 1996).......ceiueeiienieiiieieeiesieesieeeesieesteseesieesseseesseessesnessseessesnenns 4,13
Maritz, Inc. v. Cybergold, Inc.,

947 F. SUPP. 1328 (E.D. MO. 1996) .....ceoeriirririeriiriinieiesie et seesre e 4,10, 11
Metropolitan Life Insurance Co. v. Robertson-Ceco Corp.,

84 F.3d 560 (20 Cir. 1996) ....eeveiverrerrieieieiesiestestessessessesseeseessessessessessessessessesseessessessessessessessens 7
Motta v. Samuel Weiser, Inc.,

598 F. SUPP. 941 (D. MAINE 1984).......coiiiiiiieriesiesiesiee ettt sre b nneas 4,18
Mullane v. Central Hanover Bank & Trust Co.,

339 U.S. 306 (1952) ....cuveeeiesiestesieeieeieeeeseestestessestessesseeseeseesessessessessesseaseeseeneesensentesneanenrens 4,24
Panavision International L.P. v. Toeppen,

141 F.3d 1316 (9th Cir. 1998) ......cceiiirierierierieee e 4,9, 12, 14, 16
DOCSSV1:92258.1

10447-1 M26 iv




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

Piedmont Label Co. v. Sun Garden Packing Co.,
598 F.2d 491 (9t Cir.1979......c ettt sttt sse s e saesaesbesnesrennens 7

Project Basic Tenants Union v. Rhode Island Housing and Mortgage Finance Corp.,
636 F. SUPP. 1453 (D. R.I. 1986) ....ooueiiieeeiiesieieee sttt st 20

Ripon Society v. National Republican Party,
525 F.20 567 (D.C. Cil. 175)......ceveieeeeeeseeeeeseeesesseseesseessessessesssessessessees s sse s sess s 4,20

Soerry Products, Inc, Denver & Rio Grande Western Railroad Co. v. Brotherhood of Railroad
Trainmen, 387 U.S. 556 (1967) .....coeuririeirisieneeesesieeste e seeessessesessessesessessessesessessenens 21

Soerry Products v. Association of American Railroads,
132 F.2d 408 (2N Cir. 1942) ..oocveieeeiieieeieeetes ettt st sse e ee e e stessesresreens 17

Seur v. Phelps,
O A o) o To I 17 (K 7 ) SN 4,20

Sewart Warner Corporation v. Hunter Engineering Co.,
163 U.S.P.Q. 326 (N.D. I 1969) ......eceeirieieriesiesie et eesee e see ettt ee e e s ssesneenas 22

SuperGuide Corp. v. Kegan,
987 F. SUPP. 481 (W.D.N.C. 1997)...ccueiiiriirieinirierieieie e sae e s e 4,10, 15

VE Holdings Corporation v. Johnson Gas Appliance Company,
917 F.2d 1574 (Fed. Cit 1990) ....v.iveeeeeeeeeeeeeeeeees e sese s eessesse s sns e sse s 17

Whiteman v. Resort, No. C98-04442 MMC
(N.D. Cal. M@ 17 ) eeeeeeeeie ettt e sttt e eete e s teesaesneesaeentesseesseensesneenseeneesreensennnens 7

Ziegler v. Indian River County,
64 F.3d 470 (9O Cir. 1995) ....ccueeieieieiiesie sttt sttt a et ssesbesreene e 4,12

Zippo Manufacturing Co. v. Zippo Dot Com,
952 F. SUPP. 1119 (W.D. Pa. 1997) ....ooiiiiiiiie ettt s 4,10
FEDERAL STATUTES
P22 O ST A S G 1 PR 15
UNEr 28 U.S.C. 8139L(C) ..eruverreerererrieerierieesreestesessseessessesssesssessesssesssessesssessssssesssesssessesssesssessenses 20

DOCSSV1:92258.1
10447-1 M26 \Y




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

28 U.S.C. BLBOL(C) wrvvvvvvrrerreeeseeeeesesssesssseessssesssssessseeeesssssssssesssseeessssssesssssssseeessssseessessseesssesseees 17

28 U.S.C. 8 L39L(C).euerereererererereereseeresessesesesesessesesesessssssesesesessssssesensssssesesesessssssesesensssssnsesesenens 16, 20
28 U.S.C. 1A00(D). +.rververeeereeeeseeeseeeseseseessessessesesesesesesssesseessssesesesssesseessesseassesesesesssesssessesseeeseeesesees 1
28 U.S.C. 1400(D). +.vereveeeereeeeeeeeeeeseseseseseeesseessess s sesesesesesssesseessseseesesesesseesseessee s ae s sesenesaseseeesees 17
28 U.S.C. 81400(1) ...eoveeeeereiririeieierisisiete ettt sttt ettt ettt ne et ne et tetenas 17
28 U.S.C. § L1A00(D) -..evverererereriereseeseseesesesesessstesesesesssseseseesessssesesessssssesesessssssesesessssssssesesesssssasass 20
FUR.CP. () ettt en e s e en e 23,24, 25
o I O YA e 1 (o) 22 ST 7
o I O YA o 2 (o) () ST 8
o I S O YA N (o) 1< SRS 7
LT U TN A 7. 4t PSR 21
LS U TSN A I o PR 21
STATE STATUTES
Cal. CiV. ProC. COOE 8 413.30 ....ocuiiueirieeiieeeesieeieseesteesee st st ee e e sbessaesaeesbesseesseesbeseesseessesneans 1, 26
Cal. CiVv. ProC. COOE 8416.40 ......oceieiiieieeie ettt sttt e s saeeae e e nbeensennee e 24,25
Cal. CiV. ProC. COUE 84L6.40(C) ..eveeueerreerierersieesieriesseestestessesssessesseessesesssesssesssessesssessessesses 24, 25
Cal. CorporationNS COaE 8 24007 ..........oieeiueeeerieerieeteseestesessreesseseesseesteseesseessessesseessessssssesssessnns 25
MISCELLANEOUS

2 Moores Federal Practice § 12.33[1], at 12-52 (30 €d. 1999).........c..rveereererereeeeserceseeeseeesseesse 8
David C. Lawrence, The Guiddines for Newsgroup Creations FAQ

(last modified Jan. 31, 1997) < ..ottt 4,5
Dennis McKeon, Moderated Newsgroups FAQ, (last modified March 11, 1997) < ......cccccceeveevnene 5

DOCSSV1:92258.1 .
10447-1 M26 Vi




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

DOCSSV1:92258.1
10447-1 M26

Vi




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

QUESTIONS PRESENTED

May a Cdifornia Court exercise persond jurisdiction in a patent infringement lawsuit over an
Internet Usenet group, al of whose members are anonymous but some of which are known to be
software developers located in Cdifornia, where each member of the Usenet group contributes to
developing the infringing software?

Under the circumstances of this case, is the Open Sesame Usars Group an unincorporated
association, given that it is created for, and dedicated to, the god of jointly and voluntarily creating an
aternative to Closed Corporation’s software?

Does the Open Sesame Usars Group and its members maintain a regular and established
placed of business within the Northern Didrict of Cdifornia, by virtue of the presence of digtribution
sarversfor its Usenet newsgroup and the availability of accessto the group’ sweb and FTP servers?

Does service of process meet the requirements of Cal Code Civ. Proc. § 415.30 and the U.S.
Condtitution, in any or dl of the following scenarios. (@) where service is effected by posting a copy of
the summons and complaint to the Open Sesame Usenet newsgroup’'s webste; (b) where service is
effected by-mailing copies to the Open Sesame email addresses of individua newsgroup subscribers,
and/or (c) where service is effected by publishing a copy of the summons and complaint to an on-line
newdetter known to be regularly read by the members of the Open Sesame User’s Group?

INTRODUCTION

In 1984, largely basing its observations on the pronounced effect that had occurred in business
and commerce as a result of late-twentieth century innovations in the area of telecommunications, the
Supreme Court indicated that a defendant could not avoid the jurisdiction of the federal Courts “merely
because the defendant did not physically enter the forum state” Burger King v. Rudzewicz, 417 U.S.
462, 476 (1984). Ingtead, the Supreme Court acknowledged that “it is an inescapable fact of modern
commercid life that a substantid amount of commercid business is transacted solely by mail and wire
communications across date lines, thus obviating the need for physica presence within a State in which
businessis conducted.” I1d.

Less than a decade after the Supreme Court observed that changes in telecommunications
aready had chalenged the traditiona concepts of persond jurisdiction the explosion in the popularity of

the Internet, whose members are largely anonymous, even more dramatically dtered the framework for
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determining who had foreseeably directed their commercid activities at a given forum. In that regard, in
a 1993 New Yorker cartoon, now famous in Internet circles, two dogs are pictured sitting in front of a
computer with the caption: “On the Internet, nobody knows you're adog.” New Yorker, July 5, 1993,
at 61. This case presents the vexing response to the New Yorker’s cartoon, by asking the Court to
resolve the question of “given the fact that on the Internet nobody knows you're a dog, what do you do
when the dog bites you and then hides behind its anonymity.” Here, the dog is an Internet Usenet group
known as Open Sesame, the unfortunate bitten “mailman” is Closed Corporation, the dog's hite is
patent infringement, the dog bite occurred in Cdifornia, and as the New Yorker sdiently observed, the
dog remains hidden on the Internet.

In that regard, athough the Internet may provide greeter anonymity than generdly provided in
the viscera world, this does not mean that patent infringers should be alowed to operate with total
freedom on the Internet, use the Internet to interact directly and foreseegbly with a forum, and then
clam that because their actions were on the Internet that they are immune from judtice in that forum.
That would be akin to saying, “On the Internet, anybody can infringe a patent.” Indeed, when a patent
isinfringed, the wronged owner of that patent faces serious and difficult burdensin proving the dlegation
of infringement. These burdens generdly revolve around the technical questions concerning the patented
device and the infringing device. Usudly there is little question, however, of who the infringer is or
where the infringement is occurring.  All of this changes when the infringement occurs on the Internet.
This anonymity is further compounded by the lack of any concept of physical location with the Internet.
Thislack of location led, in part, to the creation of the concept of cyberspace.

However, there are no courts in cyberspace to enforce Closed Corporation’s patent
protections. It is therefore necessary for some court, located in the red, tangible world to hear these
cams, or they will go unheard. This Court is, in fact, the gppropriate forum for the adjudication of
these daims. Jurisdiction and venue are proper here given the actions of the defendants in directly and
foreseegbly interacting with the forum. Traditiond notions of fair play and justice will not be offended
by the extension of jurisdiction to a Cdiforniaforum. Moreover, the methods of service, dthough nove
because of the involvement of the Internet, are appropriate extensions of service methods recognized
and accepted for the more tangible world, and are the most effective way to reach those who operate

primarily on the Internet.
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STATEMENT OF FACTS

At the evidentiary hearing schedule for October 23, 1999, Closed Corp. believes the testimony
will dicit the following facts. Closed Corp. isa Cdifornia corporation that is headquartered in San Jose,
Cdifornia, which manufactures a popular operating system for personal computers known as Views™.
Views™ is protected by a United States patent. Closed Corp. licenses Views™ to a number of
computer manufacturers for sde with their computers and it is sold directly to consumers. The Views™
software is a vauable piece of intellectua property and Closed Corp. has protected it by the use of
licenang agreements. These agreements alow third parties to develop gpplications for the Views™
operating system, while preventing damaging and unauthorized disclosure of the Views™ code.

There are software developers who are unhappy with the methods that Closed Corp. has used
to protect itsinvestment in Views™. Some of these developers have banded together for the common
purpose of producing a product to compete with Views™. This group, which cdls itsdf the Open
Sesame Usars Group, has devel oped an operating system product known as Open. Open is an open
source development. This means that anyone may copy this fredy available source code, modify it, and
redigribute it; subject only to the requirement that they not charge for it and that they attribute the
source of the code. In this manner, the software grows as individuds contribute and subgtantialy
develop it.

Such a digtributed development is made practica by the use of the Internet, a network of inter-
connected globaly located computer networks, and the Usenet, a method for alarge number of usersto
share messages and have ongoing discussons on the Internet. The Usenet is essentidly a large bulletin
board system. Users read and post messages in a particular discussion areg, caled a newsgroup, to a
local Usenet server. This is done using Usenet compatible software, e.g. any popular web browser.
These Usenet servers (computers running Usenet distribution software), located worldwide, spread the
messages across the Internet from Usenet server to Usenet server so that each server has a copy of
every message posted anywhere, for any group carried by that server. There are several hundred
thousand servers located worldwide, and many are operated by Internet service providers and by
universties. There are serverslocated in Cdifornia operated by Stanford University, Cdifornia Inditute
of Technology, in addition to many others. Not every server carries every group, however. Individua

computer servers may only carry and forward a subset of newsgroups, typically based on which
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hierarchy the newsgroup belongs to.

There are more than a thousand Usenet newsgroups, arranged in eight primary hierarchies:
comp (computer and software issues), rec (recreation and sports), soc (socid issues), sci (science and
engineering), misc (miscellaneous), news (Usenet/newsgroup issues), talk (debate of various issues),
and humanities (arts and the humanities); a number of additiond hierarchies which focus on locdlities,
gates, and nations; and the alt hierarchy, which is the dternative hierarchy. Mot servers carry dl of
the eight primary hierarchies, but may not carry al of the others. Examples of a Usenet newsgroups are
rec.sport.baseball.college, which focuses on college basebdl; comp.os.ms-windows.apps.word-
proc, which focuses on word processors for Microsoft Windows, and misc.legal, which focuses on
legd and legd ethicsissues.

Usenet newsgroups in primary hierarchies do not spring from the ether, but require consderable
effort and planning to create. The method by which a new newsgroup is crested for the eight primary
hierarchies is (1) a proposa for discusson of the cregtion of a new newsgroup is posted to the
newsgroups news.groups and news.announce.groups, as well as any other gppropriate groups, (2) if
after thirty days of discusson, a consensus is reached about the charter and adminidtration of the
newsgroup, there will be cdl for a vote on the newsgroup; (3) votes are submitted by e-mail to a
designated volunteer from the Usenet Volunteer Votetaker (uvv-contact@uvv.org); (3) if after the
voting period ends (21-31 days determined at the time of the cal for votes), a least 100 votes have
been received and two thirds of them favor the newsgroup, it will be crested and an announcement will
be posted to news.announce.newgroups. David C. Lawrence, The Guidelines for Newsgroup
Creations FAQ (lest modified Jan. 31, 1997)
<ftp://rtfm.mit.edu/pub/usenet/news.groupsHow _to Create a New Usenet
_Newsgroup>. Adminigtrators of servers will configure their servers to carry this new newsgroup and it
will be propagated across the Internet. One issue that must be resolved prior to the cal for votes, is
whether the newsgroup will be a moderated newsgroup or not. I1d. In a moderated newsgroup, a
posted message is not automaticaly posted for al to see, but the local Usenet server, to which it is
posted, forwards the message via email to the person who was designated as the newsgroup
moderator, when the newsgroup was set up. The moderator then decides whether the message should
be posted to the newsgroup or not. Dennis McKeon, Moderated Newsgroups FAQ, (las modified
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March 11, 1997) <ftp://rtfm.mit.edu/pub/usenet/news.groups/Moderated Newsgroups FAQ>. These
rules of newsgroup creation don't apply, however, to newsgroups that are not in one of the eight
primary hierarchies. In these hierarchies, especidly the alt hierarchy, anyone with access to a server
can creste a new newsgroup. Because of this, many of the most extreme and fringe newsgroups are
within the alt hierarchy. However, a sgnificant number of servers do not carry or forward the alt
hierarchy, s0 there is subgtantiad benefit in terms of breadth of distribution to being part of one of the
eight primary hierarchies.

The Open Sesame Usars Group created a newsgroup for the development of the Open
software within a primary hierarchy. This newsgroup is called comp.os.opensesame. Members of the
Open Sesame group can subscribe to this newsgroup and post their changes to the software and
receive changes posted by others. This newsgroup is part of the comp hierarchy, but is not moderated.
Members may aso use dectronic mail (email) to send changes directly to other members. There is no
requirement that anyone who subscribes provide their true identity or physicd mailing address, dthough
customarily posters to Usenet newsgroups may provide their email address, as well as their true name,
to alow other subscribers to contact them directly without having to post publicly to the newsgroup.
Nonethdess, members typicdly only submit suggested changes to Open’'s software which emulae
particularly desirable features of the Views™ well-known grephicd user interface. Then, after a change
is submitted to the newsgroup, a subset of Open Sesame members decides if the change is useful and
then the change is posted to an FTP (File Transfer Protocol) and web server located in Finland. From
this file server anyone can download the latest version of the software that has been developed by the
Open Sesame group.

Utilizing this method, the Open Sesame group has collaboratively and iteratively creasted a new
grephica user interface (GUI) for the Open operating system, which makes Open far easier to use.
This GUI makes Open a viable competitor to the Views™ operating system for the vast mgority of
users who demand a graphicd user interface. The creation and digtribution of this Open GUI across the
entire length and breadth of the Internet has resulted in this suit, as Closed Corp. contends that this
Open GUI infringes the patent protection granted to the Views™ software.

The identity of individuad members of the Open Sesame group is currently unknown. By ther

use of the Internet, this group has created a large and complex piece of software without the
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requirement of being known or having their locations known. Although the developers of most open
developments include their names with their development, the members of the Open Sesame group have
deliberately chosen not to make their identities known. Through the use of discovery and other
technicd meansit is possible to eventualy determine the true identities of the individuas who make up
thisgroup. Thisanonymity has not prevented the software from gaining in popularity, however. Anyone
having access to the Internet may freely get a copy of the software, and some hardware manufacturers
are now alowing purchasers the option of having the Open software pre-ingtaled on their computers. It
has been reported that some manufacturers are contemplating widespread commercid distribution of the
Open software indluding the Open GUI. Users of the Open software have recently protested at Closed
Corp.’s San Jose, Cdifornia, headquarters demanding refunds for the price of the software
which had come pre-ingtalled on their computer. This protest was widely publicized and Closed Corp.
has had to offer refunds of the purchase price of Views™ to Open users to avoid any further public
relations damage.

Because of the anonymous nature of the members of the Open Sesame Group, Closed Corp.
has filed suit againgt Open Sesame as a group; its individual members, as Does defendants 1-1000; and
Ms. Scape Goat, a sdf described user of the infringing software and member of the Open Sesame
Users Group, who participated at the protest at Closed Corp.’s headquarters. Ms. Goat, a resdent of
the Northern Didtrict of Cdifornia was served, persondly. The Open Sesame group was served via a
posting to the newsgroup that was set up for the development of the software, comp.os.opensesame.
The unnamed defendants were served by a email to the addresses given on their Usenet postings.
Some of these were returned as undeliverable email. Additiondly, a notice was placed in the on-line
newdetter Open-Source (http://www.open-source.org). This newdetter is popular with the open
source software development community. Defendants now argue that there is a lack of jurisdiction in
Cdifornia for this suit, that the Northern Didrict of Cdifornia, is an improper venue, and that service
upon Open Sesame group and the unnamed defendants was inadequate.

BURDEN OF PROOF

With respect to motions to dismiss is brought pursuant to Fed. R. Civ. P. 12(b)(2) for lack of
persond jurisdiction, “the plantiff beaers the burden of showing that the court has jurisdiction.”

Butcher’'s Union Local No. 498, United Food & Commercial Workers v. SDC Investment, Inc.,
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788 F.2d 535, 538 (9" Cir. 1986). Likewise, once a defendant challenges venue under Fed. R. Civ.
P. 12(b)(3), “the burden is on the plaintiff to show that venue is proper.” Whiteman v. Resort, No.
C98-04442 MMC (N.D. Cal. Mar. 17, 1999), 1999 WL 163044, at *1. Accord Piedmont Label
Co. v. Sun Garden Packing Co., 598 F.2d 491, 496 (9" Cir.1979 (“Plaintiff had the burden of
showing that venue was properly laid in the Northern Didrict of Cdifornia’). Moreover, where an
evidentiary hearing is held to ascertain whether persond jurisdiction or venue is proper, “the plaintiff
must demondrate the court's jurisdiction [or venue] by a preponderance of the evidence”
Metropolitan Life Ins. Co. v. Robertson-Ceco Corp., 84 F.3d 560, 567 (2d Cir. 1996). See also
Whiteman v. Resort, No. C98-04442 MMC (N.D. Cal. Mar. 17, 1999), 1999 WL 163044, at *1-2
(noting that “[f]acts supporting venue may be shown by declaration, affidavit, ord testimony, or “other
evidence'” but concluding that plaintiff had failed to meet this burden).

However, in order to amdiorate the harsh consequences of granting motions to dismiss under
Rules 12(b)(2) or 12(b)(3), the trid court aso retains the discretion to alow the plaintiff to proceed with
discovery to ascertain whether the plaintiff can demondrate the existence of persond jurisdiction or
venue. Butcher’s Union Local No. 498, United Food & Commercial Workersv. SDC Investment,
Inc., 788 F.2d a 540. To that end, the Ninth Circuit has noted that “[d]iscovery should ordinarily be
granted where “pertinent facts bearing on the question of jurisdiction are controverted or where a more
satisfactory showing of the factsis necessary.”” 1d. (quoting Data Disc, Inc. v. Systems Technology
Associates, Inc., 557 F.2d 1280, 1285 n.1 (9" Cir. 1977)). Smilarly, “the trid court may permit
discovery on .. . amotion [to dismiss for lack of venue], and indeed should do so where discovery
may be useful in resolving issues of fact presented by the motion, particularly since the necessity of
resolving such issues is created by the movant himsdlf and the relevant evidence is properly within the
movant’s possession.” Hayashi v. Red Wing Peat Corp., 396 F.2d 13, 14 (9" Cir. 1968).

In contrast to the burdens imposed upon plaintiff with respect to motions for lack of persond
jurisdiction or venue, the burden remains with defendant to prove that service was insufficient to support
a motion to quash and/or dismiss under Fed. R. Civ. P. 12(b)(5). Bally Export Corp. v. Balicar,
Ltd., 804 F.2d 398, 404 (9" Cir. 1986). See also 2 Moore's Federal Practice § 12.33[1], at 12-52
(3d ed. 1999) (“In dl chdlenges to the sufficiency of ether the process or service of process, the
burden of proof lies with the party raising the challenge’). Moreover, “[t]he standards set in Rule 4(d)
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for service on individuas and corporations are to be liberdly construed, to further the purposed of
finding persond jurisdiction in cases in which the party has received actud notice” Grammenos v.
Lemos, 457 F.2d 1067, 1070 (2d Cir. 1972). Accordingly, “the fact of invaidity of one attempt at
service does not automaticaly require dismissa of the complaint,” and the trid court therefore ordinarily
should dlow a plaintiff the opportunity to remedy any defective service before dismissng the complaint.

Id., at 1071.
ARGUMENTS

l. PERSONAL JURISDICTION SHOULD BE FOUND AGAINST THE OPEN SESAME

USERS GROUP AND ITSMEMBERS

The Internet is “a decentraized, globa medium of communications — or ‘cyberspace — that
links people, indtitutions, corporations, and governments around the world[.]” ACLU v. Reno, 892 F.
Supp. 824, 831 (E.D. Pa. 1996), aff'd, 521 U.S. 844 (1997). Some networks are “closed” to other
networks, but most are connected to other computer networks so that each computer in such open
networks may communicate with others located in the same system. Id., 892 F. Supp. at 831.
Accordingly, the Internet enters into every state within the United States. The non-physica nature of the
Internet makes applying the traditiona location-based rules of jurisdiction problematic.

A federd court in Cdifornia will exercise persond jurisdiction to the maximum extent that is
dlowed under the federd congtitution. The test for valid persona jurisdiction is a three-part test. “(1)
The nonresident defendant must do some act or consummate some transaction with the forum or
perform some act by which he purpossfully avals himsdlf of the privilege of conducting activity in the
forum, thereby invoking the benefits, and protections of its laws; (2) the dam must be one which arises
out of or results from the defendant’s forum-related activities; and (3) exercise of jurisdiction must be

Panavision International L.P. v. Toeppen, 141 F.3d 1316, 1320 (9" Cir. 1998)
(quoting Omeluk v. Langsten Sip & Batbyggeri A/S, 52 F.3d 267, 270 (Sth Cir. 1995)).
A. The Open Sesame Users' Group And Its Members Purposefully Availed Themselves
Of The Forum

1 The Open Sesame Users Group And Its Members Created An Internet Based
Didributed Devedopment Environment With Subgtantid Presence Within
Cdifornia Which Could Reasonably Be Expected To Avail Itsdf Of Software
Developers And Users Located Within Cdifornia.
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Open software devel opment efforts rely upon the availability and skill of highly motivated groups
of developers. Since the software to be developed will be distributed without cogt, direct renumeration
is not a primary motivating factor. Developers have to be motivated by a strong desire to develop an
dterndive to the commerciad software that the open source development is intended to supplant.
Consequently, a key dement in the success of such developments is access to skilled and motivated
software developers.  Digtributed development without geographic limitations is vitd in dlowing a critica
mass of developers to be assembled (virtualy) to work on asingle project. Thisisamaor reason why
those wishing to develop open source software frequently do so by cresting an Internet presence which
extends across the entire world and into many jurisdictions.

Simply creating an Internet presence, such as a web dte, is not sufficient for a finding of
jurisdiction, because as the Ninth Circuit has recognized, without more, the mere creation of a Web ste
“is not an act purposefully directed toward the forum state” Cybersell, Inc. v. Cybersdl, Inc., 130
F.3d 414, 418 (9" Cir. 1997). However, in circumstances where a defendant conducts business over
the Internet by engaging in repeated and ongoing transactions with forum residents, the federa courts
routinely conclude that they may exercise persond jurisdiction over the defendant. E.g., CompuServe
v. Patterson, 89 F.3d 1257 (6™ Cir. 1996) (persond jurisdiction existed in Ohio where Texas
subscriber of computer network service developed “shareware” software and entered into ongoing
contract with service to have such shareware digtributed on international computer network);  Zippo
Mfg. Co. v. Zippo Dot Com, Inc., 952 F. Supp. 1119. 1123 (W.D. Pa. 1997) (personal jurisdiction
sustained where defendant contracted with gpproximately 3000 individuals and severd Internet access
providersin the forum date); SuperGuide Corp. v. Kegan, 987 F. Supp. 481, 486-487 (W.D.N.C.
1997) (court finds jurisdiction appropriate where there was a “reasonable inference’ that a large
number of North Carolina customers had visited non-resident defendant’s website). For instance, as
the Court in Maritz, Inc. v. Cybergold, Inc., 947 F. Supp. 1328, 1333 (E.D. Mo. 1996) noted, where
a defendant maintains a Web dte that invites users to join amailing list in order to recaeive information
about the defendant’s service, persond jurisdiction over the defendant is appropriate. That is o,
because the defendant has * conscioudy decided to transmit advertisng information to al Internet users,
knowing that such information will be tranamitted globdly,” and under such circumstances the mailing list
will *presumably includ[€] many resdents’ of the forum State. Id.
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Here, like the Studion in Maritz in cregting a newsgroup for the development of Open, the
Open Sesame Users Group went far beyond merely creating a web presence similar to a passive web
gte. The Open Sesame group crested a forum encouraging developers to interact with one another and
to develop a complex and highly connected software system. This sort of development requires
iteration and complex communication between developers. The act of newsgroup creetion, which
eventudly led to the development of software infringing Closed Corp.’s patent, was an implicit cal for
those developers who were interested, including those that might be located in Cdifornia, to join in the
development of the Open software. It is adso quite foreseeable that this development would attract
programmers from Cdifornia  Cdifornia plays amgor role in the world of software development. This
is illugtrated by the archetypd role of Slicon Valey in the computer industry, and the location of the
plantiff, Closed Corp., within Cdifornia. See SuperGuide v. Kegan, 987 F.Supp a 487 (“while the
number of hits to defendant’s webgte originating in North Carolina is not now before the Court, a
reasonable inference which arises is that such are numerous inasmuch as North Carolina is one of the
populated states’).

Cdifornia dso has a unique position rdlaive to the Internet, being the birthplace of that system
and gill maintaining a disproportionate share of Internet users, estimated to be 14.4% of dl World-
Wide-Web usars. Graphics, Visudization, and Usability Center, College of Computing, Georgia
Indtitute of Technology, The Tenth WWW User rvey,
<http://www.gvu.gatech.eduw/user_surveys/survey-1998-10/>.  Given this fact, it could be readily
expected that a distributed software development will make use of, and benefit from, developers within
Cdifornia. Likewise it was reasonably foreseegble that that this software, if successfully developed and
digributed on the Internet, would be used in Cdifornia.  Cf. Maritz, Inc. v. Cybergold, Inc., 947
F.Supp. a 1330 (131 website “hits” by Missouri residents enough for court to conclude there would be
“many” such hits by state residents). This reasonably foreseeable use and benefit from developers and
use of the software by users in Cdifornia, targets the act of creating this digtributed software
development effort toward Cdifornia. This satisfies a basic tenet of jurisdictiond andysis which holds
that the required contacts must be such that non-residents may anticipate being subjected to litigation in
the forum as aresult of ther activities. See Burger King a 472. Given the unique role of Cdiforniain
the Internet and the computer industry, the defendants should have anticipated that, if there was a
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problem with the software, such as a patent infringement, then they would be subject to litigation in
Cdifornia

By contrad, in Barrett v. Catacomb Press, 44 F.Supp.2d 717 (E.D. Pa. 1999), postings of
dlegedly defamatory materia to a Usenet newsgroup were andogized to a passve web ste, which did
not directly solicit interaction with forum residents, and was held not to provide a sufficient bads for
juridiction. Id. a 728. The facts here can be distinguished in that newsgroups in Barrett were not
crested specificdly for the primary purpose of fodtering active and ongoing interaction with other
newsgroup subscribers concerning the specific matter of the postings. Also digtinguishing this case isthe
fact that a submission of code or comments on code submitted to the Open Sesame newsgroup clearly
is an implicit solicitation to other subscribers to integrate this code into what they are producing, and to
make further improvements. Unlike this case, in Barrett, there was no evidence that the defendant
intended to solicit anyone to do anything based on his postings to the newsgroups in question.

Similarly, the present case is readily diginguishable from Hasbro, Inc. v. Clue Computing,
Inc., 994 F. Supp. 34, 42 (D. Mass. 1997), in which the court found that it was not technicaly feasible
for the operator of aweb dte to limit access from a given jurisdiction, and therefore even though access
was available from a given sate, that would not be sufficient for jurisdiction. Unlikein Hasbro, Inc., the
technicd medium being used here is not aweb Ste, but a Usenet newsgroup. This digtinction is criticd,
as Usenet provides a mechanism for controlling who can post to the group.  This is mechanism is known
as moderation. Had the Open Sesame group wished to prevent the participation of residents of
Cdifornia, or any forum or forums, from participating in the collaborative development, the use of a
moderator could have prevented any posting or participation by developers who residence was ether
undesirable or unknown. While thiswould not prevent interlopers from reading the podts, it would have
prevented meaningful participation in the development of the Open software by residents of any forum
that the Open Sesame group would have wished to exclude.

2. Jurigdiction Is Proper In Cdifornia Under the “Effects Doctring” as the Effects
of the Infringement Were Fdlt by the Raintiff in Cdifornia

Jurisdiction may be based on the “effects’ of the plaintiff’s actions. See Calder v. Jones, 465
U.S. 783 (1984). The standard for this “effects test” is “(1) intentiond actions (2) expressdy aimed at

the forum date (3) causng harm, the brunt of which is suffered — and which the defendant knows is
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software.  Closed Corp., as noted, is a Cdifornia
corporation, has its headquarters in Cdifornia, and will suffer the effect of any logt sales of the Views™
software in Cdifornia  Additionaly, because of the large population of Cdifornia and the prominent
position of Cdifornia as alocation in the computing and software industry, a substantia share of Closed
Corp.’ s busnessisin Cdifornia Findly, snce cusomers in Cdifornia, especidly the “Silicon Valey,”
in large part shape the definition of the market and set trends for others due to perception and
reputation, the effects of the actions of the Open Sesame group in developing infringing softwareisfelt in
Cdifornia, even more acutely than the even the disproportionate sze of the Cdifornia computer and
software industry would suggest. The relative sophigtication of the Open Sesame Users Group and its
members in specificaly setting out to develop an dternative to Closed Corp.’s evidences a
level of knowledge about the computer software business, and Closed Corp. in particular, that would
indicate that the defendants knew of the likdlihood of effects of their actions being felt in Cdifornia
Finaly, the protest by users of Open at Closed Corp.’s headquarters in San Josg, is further evidence of
this knowledge. Jurisdliction againgt the Open Sesame Usars Group and its members for patent
infringement therefore is supported in Cdifornia, based upon the effects of their actions. Cf. Inset
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Systems, Inc. v. Instruction Set, 937 F.Supp. 161, 162-165 (D. Conn. 1996) (personal jurisdiction
over non-resident defendant gppropriate where defendant’s contacts with Connecticut were limited to
posting of a website that was accessible to approximately 10,000 state resdents and maintaining a toll-
free number, since “unlike televison and radio advertisng, the advertisement [here] is avalable

B. A Finding of Persond Jurisdiction Comports with “Traditionad Notions of Fair_Play and
Subgtantid Justice.”

“Once it has been decide that a defendant purposefully established minimum contacts within the

forum State, these contacts my be consdered in light of other factors to determine whether the assertion
of persond jurisdiction would comport with ‘fair play and substantid justice’” Burger King, 471 U.S.
at 476-477. In addressing this question seven factors are considered: (1) the extent of a defendant’s
purposeful interjection; (2) the burden on the defendant in defending in the forum; (3) the extent of the
conflict with the sovereignty of the defendant’s state; (4) the forum dat€'s interest in adjudicating the
dispute; (5) the most efficient judicia resolution of the controversy; (6) the importance of the forum to
the plaintiff’ sinterest in convenient and effective rdief; and (7) the exisence of an dternative forum. 1d.
The factors are to be balanced and no one is dispositive. Core-Vent, 11 F. 3d at 1488.
1. Purpossful Interjection
“Even if there is sufficient ‘interjection’ into the date to satisfy the purposeful availment prong,

the degree of interjection is afactor to be weighed in ng the overall reasonableness of jurisdiction
under the reasonableness prong.” Id. (ating Insurance Company of North America v. Marina Salina
Cruz, 649 F.2d 1266, 1271 (9" Cir. 1981)). Here, the Open Sesame group and its members have
subgtantidly interjected their activities into Cdifornia  The Usenet newsgroup that was established to
develop the Open software is available from servers located in the state. Moreover, the entire Open
Sesame software effort is focused on developing a free dternative to a product produced and sold by a
Cdifornia corporation. This effort implicitly solicits software developers from the Internet, including
thosein Cdifornia The degree of interjection is very subgtantid.
2. Defendant’ s Burden in Litigating

Although the defendant’s burden in litigating is a factor in assessng reasonableness, unless the

“inconvenience is SO great as to conditute a deprivation of due process, it will not overcome clear
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judtifications for the exercise of jurisdiction.” Panavision Int’l v. Toeppen, 141 F.3d at 1323 (citing
Caruth v. International Psychoanalytical Ass'n, 59 F.3d 126 128-29 (9" Cir. 1995)). The burden
on the individua defendants who make up the Open Sesame Usars Group to litigate may be significant.
However, since the individuas are currently unknown, it is not possble to determine how grest the
burden would be. This uncertainty is caused by defendants themselves, because they have conscioudy
elected to remain anonymous. More importantly, the very nature of the software development at issue
here indicates that the defendants are sophisticated users of the Internet and technology capable of
maintaining complex interactions from a distance. This is strong evidence that they would be able to
paticipate in ther own defense from their own resdence, if not Cdifornia, with little difficulty.
Furthermore, this Court itsdf can minimize defendants burden, for as recognized by the Court in
SuperGuide Corp.v. Kegan, 987 F.Supp. a 487, “should discovery reved that the hits from
[Cdifornig are insubgtantia, the jurisdictiona issue may be revisted.”
3. Sovereignty
Given tha this is a patent infringement action, the choice of jurisdiction in Cdifornia would not
conflict with the sovereignty of any other U.S. state. The andysis of afederd patent infringement claim
would be the same regardless of the U.S. jurisdiction chosen because the Federad Circuit has
jurisdiction over al such cases, wherever they arise. See 28 U.S.C. § 1338.
However, admittedly in this case, a number of the yet to be identified defendants may not be
U.S. citizens. “The foregn-acts-with-forum-effects jurisdiction principle must be applied with caution,
Core-Vent, 11 F.3d at 1489 (citing Pacific Atlantic Trading
Co. v. M/V Main Exp., 758 F.2d 1325, 1330 (9" Cir. 1985)). In Core-Vent Corp., the court
focused on the presence or absence of connections between the foreign defendants and the United
States in generd, not merely California. Nonetheless, here the defendants set out to produce a software
package specifically as an adternative to the product of a U.S. corporation and created a Internet based
software development which was open to U.S. citizens acting within the U.S. Much more important,
however, is the fact that this is a patent infringement action. The territoria nature of patent protection
argues very srongly for the exercise of jurisdiction within the United States. This protection does not
extend to other sovereignties and is a violation of a right granted by the United States government. For
these reasons, the exercise of jurisdiction in Cdifornia should not interfere with the sovereignty of any
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141 F.3d at 1323 (citing Gordy v. Daily News, L.P., 95 F.3d
829, 836 (9" Cir. 1996)). Closed Corp. is a Cdifornia corporation with its headquarters in California
Thisfactor weighsin favor of finding jurisdiction.
5. Efficient Resolution

Thefifth Core-Vent factor focuses on the location of evidence, and is no longer weighed heavily
by Courts due to advances in modern technology. See Panavision Int’l, 141 F.3d at 1323. Given the
Internet savvy and ability of the defendants this factor should not weigh heavily agang the
reasonableness of jurisdiction.

6. Convenient and Effective Rdief for the Plaintiff

Given the Usenet’s anonymity, if Cdiforniais not an gppropriate forum for the adjudication of
this matter, there may be no forum in which it is proper for this matter to be heard againgt the Open
Sesame Usars Group in its entirety.  The distributed nature of the Internet and the methods by which
the Open Sesame Usars Group set out to develop their software make it virtualy a certainty that the
members as individuas would resde in multiple forums. This would result in substantia difficulty for the
plantiff in pursuing the defendants as individuds and brings the effectiveness of such an option into
question.

7. Alternative Forum

It does not gppear from the facts of this case that there is any other forum which has better
clam to juridiction for this case. In fact, it would appear that if jurisdiction is not proper in Cdifornia,
then there is no other jurisdiction in which a dam may be made againg the defendants in aggregate.
The contacts between the Open Sesame Users Group and any other forum where this cdlam might be
brought are no better than the contacts in Cdifornia. Further, given the plaintiff’s resdence in Cdifornia,
the effects are more acutely felt here than anywhere else. The Internet has no location it calls home,
therefore this argument weighs in favor of the reasonableness of finding jurisdiction in Cdifornia
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1. THE NORTHERN DISTRICT OF CALIFORNIA IS A PROPER VENUE FOR
THISSUIT

A. The Open Sesame Users Group Mesgts the Resdency Reguirement for Venue under 28 USC
1400(b).

1. The Open Sesame Usaers Group Is An Unincorporated Association.

For the purposes of venue, the rule for the residence of an unincorporated association has long
been trested to be the same as that for a corporation in patent infringement suits. Sperry Products v.
Association of American Railroads, 132 F.2d 408 (2™ Cir. 1942). Venue in patent infringement suits
is governed by 28 USC §1400(b), which provides:

(b) Any aivil action for patent infringement may be brought in the judicid digtrict

where the defendant resides, or where the defendant has committed acts of
infringement and has aregular and established place of business.

In 1988, Congress adopted a new definition of ‘resde’ for application to corporate defendants. That
definition is codified in 28 USC §1391(c), which dates:

(¢) For purposes of venue under this chapter, a defendant that is a corporation
shdl be deemed to resde in any judicid didtrict in which it is subject to persond
jurisdiction at the time the action is commenced. In a State which has more than
one judicid digtrict and in which a defendant that is a corporation is subject to
persond jurisdiction a the time an action is commenced, such corporation shall
be deemed to reside in any didtrict in that State within which its contacts would
be sufficient to subject it to persond jurisdiction if that district were a separate
State, and, if there is no such didtrict, the corporation shal be deemed to reside
in the digtrict within which it has the most sgnificant contacts.

This definition of resdency is gpplicable to questions of resdence in patent infringement actions. VE
Holdings Corporation v. Johnson Gas Appliance Company, 917 F.2d 1574 (Fed. Cir 1990).
Consequently, if the Open Sesame Usars Group fdls under the definition of an unincorporated
associaion and jurisdiction is appropriate in the Northern Didtrict of Cdifornia then venue is proper in
the Northern Didtrict of Cdifornia

An unincorporated association is “a voluntary group of persons, without a charter, formed by
mutual consent for the purpose of promoting a common enterprise or prosecuting a common objective.”
Associated Sudents of the University of California at Riverside v. Kleindienst, 60 F.R.D. 65, 67
(C.D. Cal. 1973) (quoting Local 4076, United Seelworkers v. United Steel-Workers, 327 F.

DOCSSV1:92258.1
10447-1 M26 16




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

Supp. 1400, 1403 (W.D. Pa 1971)). Asthe First Circuit has recognized:

Because there is no “typica” unincorporated association, there can,
jurisdictiondly spesking, be no mechanicad taxonomy: the very breedth of the
aray of associationd indtitutions, and their diverse nature, necessitates using a
functiond, flexible, case-gpecific methodology, Virtudly by definition, an
unincorporated association tends to be sui generis.

Donatelli v. National Hockey League, 895 F.2d 450, 468 (1* Cir. 1990). Thus, it has been held that
“[ulnder Cdlifornia law, a group is an unincorporated association when its members share a common
purpose and when it functions ‘under a common name under circumstances where fairness requires the
Coscarart v. Major League Baseball, No. C96-1426 FM

(N.D. Cdl. dul. 11, 1996), 1996 WL 400988, at *2 (quoting Barr v. United Methodist Church, 90
Cal. App. 3d 259, 266 (4™ Digt. 1979)). The Open Sesame Usenet group readily fits this definition.

The Open Sesame Users Group was created with the specific and common objective of
developing an dternative operating system to Closed Corp.’s software and it is in prosecution
of this objective that the alleged infringement of Closed Corp.’s patent protections has occurred. When
the Usenet newsgroup in question, comp.os.opensesame was crested, it was created for the clear and
diginct purpose of faciliteting the development of an dterndtive to the Views™ software. The
newsgroup was proposed, chartered, and voted into existence by supporters of this notion and these
people have been voluntarily participating in the development of the Open GUI since thistime. Despite
common misconception, considerable coordination and order are needed to create a new newsgroup
within one of the eight primary newsgroups and few enterprises on the Internet, or in the more concrete
world, are clearer examples of voluntary groups working together on a common enterprise toward a
common objective than the distributed devel opment of open source software.

Notwithstanding its broad definition, an unincorporated association can not Smply be any
“amorphous or atenuated” organization lacking in “any authoritative criteria to determine

Motta v. Samuel Weiser, Inc. 598 F. Supp. 941, 950 (D. Maine 1984). However,

Open Sesame is not an amorphous organization. Here, by contrast there is membership-driven
authoritative criteria, including participation in and contribution by software developers to
comp.os.opensesame. While it is true that currently the actua names and addresses of these

participants in the Open Sesame newsgroup are masked by their use of the Internet, if this action is
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alowed to proceed the true identities of these developers will be determinable through investigation and
discovery. More importantly, “[flairness requires [the identification of group as an unincorporated
association] when an individud aleges the group has violated his rights” Coscarart, 1996 WC
400088, a *2. That rule is paramount here. Closed Corp. has identified a substantia violation of its
intellectual property rights, and “fairness’ therefore dictates Open Sesame be identified as an
unincorporated association.

In that regard, this case stands in stark contrast to California Clippers, Inc. v. United Sates
Soccer Football Association, 314 F. Supp. 1057 (N.D. Cd. 1970). There, the court ruled that the
International Games Committee of the USSFA was not an unincorporated association because it had
“no charter, by-laws, no office or place of business, mailing address, no bank account, no assets or
obligations, and has never transacted any business.” 1d. a 1068. By contrast, the Open Sesame Group
has a charter. A charter is anecessary and required eement prior to forming a Usenet newsgroup in a
primary hierarchy. The Open Sesame group has some form of sructure, dthough the full details of it
are unclear. It is known that athough anyone can participate in the development of the Open software
(via the Open Sesame newsgroup), the decision as to which contributions make it to the web and FTP
serversin Finland for digtribution is made by a small group of developers. Although the Open Sesame
Usars Group may not have an office in the physica world, in fact they do have a virtud office. Ther
virtud office is the comp.os.opensesame newsgroup. This alows the members to meet, communicate,
collaborate, and develop new software in concert. Merely because this ‘office does not have four
walls and a ceiling does not mean that it is not an office, any more than the fact that Amazon.com does
not have asingle physical retail book outlet does not mean that it is not a ‘ bookstore.’

Finaly, the Open Sesame group has clearly transacted business. The existence of the Open
GUI, which is the subject of this action, is the manifestation of these transactions. Each time someone
downloads a copy of the Open software, the Open Sesame Users Group transacts business and each
time a computer manufacturer ingdls the Open software on to a computer the Open Sesame Users
Group transacts business. The members of the Open Sesame Users Group have worked together in
close concert to achieve their objective of developing an dternative product to Closed Corp.’s

software.  Although the form of concerted action may be defined in terms of Internet

technology, the basic principle of a voluntary group working toward a common objective has not.
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Admittedly, some opinions focus on the use of the “methods and forms used by incorporated
Hecht v. Malley, 265 U.S. 144, 157 (1923). Form and structure is not dispositive however.
In Hecht, the court noted “the word ‘association’ as used in the Act clearly includes “Massachusetts
Trusts’ such as those herein involved, having quasi-corporate organizations under which they are
engaged in carrying on business enterprises. What other form of “associaions’, if any, it includes, we
Id. (footnote omitted). More recent cases have focused less on the
form and dructure. Project Basic Tenants Union v. Rhode Island Housing and Mortgage Finance
Corp., 636 F. Supp. 1453 (D. R.I. 1986) (Union lacked structure, had no officers, budget, by-laws or
st group of members, but was unincorporated association due to distinct purpose and specific functions
toward that end.) Steuer v. Phelps, 41 Cal. App. 3d 468 (1974) (Nine member church group was an
unincorporated association, even though it had no officers and had engaged in only one business
transaction, the purchase of an automobile) Findly, courts concede that where a group is “commonly
understood, referred to, and contributed to” under a given name like Open Sesame, fairness dictates
that such a group be deemed a legd entity. Ripon Society v. National Republican Party, 565 F.2d
567, 571-72 n.5 (D.C. Cir. 1975).

The Open Sesame Usars Group had enough sructure to give itsdf a commonly recognized
name, cregte its own charter, set up a primary hierarchy newsgroup, develop a complex software
systemn, coordinate updates to the software through an editoria board structure, and publish the
developments on the web. This voluntary group set out to achieve a specific god and met that god.
The Open Sesame Usars Group is the quintessentid embodiment of an unincorporated association.

2. The Open Sesame User’s Group And Its Individual Members Have Sufficient
Contacts With The Northern District Of Cdifornia To Make Jurisdiction Proper

Under 28 U.S.C. 8§1391(c), a corporation resides, for purposes of venue, in a judicia district
when its contacts with the digtrict would be sufficient for the establishment of persond jurisdiction. The
same rule gpplies for unincorporated associations. Sperry Products, Inc, Denver & Rio Grande
Western Railroad Co. v. Brotherhood of Railroad Trainmen, 387 U.S. 556 (1967). As discussed
above, the defendant has substantid contacts with the Cdifornia, and specificaly the Northern Didtrict
of Cdifornia, which would make a finding of persond jurisdiction proper. Consequently, venue is
proper.
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The Open Sesame User’s Group and its members, as discussed above, set out to develop a
software system, in a distributed manner utilizing the Internet. This act had the foreseeable consequence
of having direct contacts into Cdifornia, due to the disproportionate presence of Cdifornians on the
Internet and the Sgnificant role of Cdifornia in the area of software development. The heart of
Cdifornids computer presence is the “Silicon Vdley,” located in the Northern Didrict of Cdifornia
Sanford Universty, the Universty of Cdifornia, Berkdey, and other educationd inditutions with
substantid computer and software development efforts are located in the Northern Didtrict. Findly, the
effects of the Open Sesame Group's actionsis felt most acutely in the Northern Didrict. Thisisthe Ste
of Closed Corp.’s headquarters. As a primary seat of the computer industry it is where Closed Corp.
will stand to lose subgtantid sdes opportunities to Open. The effects are magnified more, by the
preeminent and perceived leadership role that the individuds and firms of ‘Silicon Vdley' have
throughout the computer industry.

B. The Development of the Infringing Software Via Usenet Condtitutes Infringement Within
The Judicid Digtrict and The Internet Provides a Permanent Place of Busness Within
the Didlrict.

Under 35 U.S.C 8271, anyone who “makes, uses, offers to sdll, or sdlls’ a patented good
within the United States is a patent infringer. As discussed above, the use of the Internet and Usenet

alowed the Open Sesame Users Group to make the Open software everywhere that the Usenet and
the Internet penetrate. Likewise the placement of the software on a server in Finland, given the
foreseeability that it would be accessed from the United States and from Cdifornia, condtitutes an offer
to sdl the software within the Didrict. The fact that the only price that the Open Sesame developers
exact isapromise for atribution, per the standard open source licensing agreement, does not negate the
fact that thisis an offer to sdll the software, literdly for apromise, in Cdifornia

The Internet alows companies like Amazon.com, eBay, and others to have a permanent place
of business, wherever the Internet can be found. This basic fact has led to the creation of an entire
segment of our economy known as e-commerce. Similarly the Internet alows the Open Sesame Usars
Group and its members to have a permanent place of business for the digtribution and development of
ther software everywhere, including in the Northern Didrict of Cdifornia. It is true that previous cases
have generdly focused on the existence of a physcad Stus, as a regular and established place of

busness. Re Cordis Corp., 769 F.2d 722 (Fed. Cir. 1985), Stewart Warner Corporation v.
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Hunter Engineering Co., 163 U.S.P.Q. 326 (N.D. Ill 1969), IPCO Hospital Supply Corp. v. Les
Fils D’ Auguste Maillefer SA., 446 F. Supp. 206 (SD NY 1978). However, there is no adequate
definition of physical location for an Internet business which would not put the business out of the reach
of dmogt any forum in which it was actively operating. The Supreme Court has recognized the difficulty
in gpplying old standards in light of “changes taking place in the law, the technology, and the indugtrid
sructure related to telecommunications’ and has advocated a more genera gpproach to andyzing such
gtuaions. Denver Area Education Telecommunications Consortium, Inc. v. F.C.C, 518 U.S. 727,
742 (1996). This more generd approach leads to the conclusion that the Open Sesame Group has a
permanent and established place of business within the Northern Didtrict of Cdifornia

The Open Sesame Group has developed and sold its software in the Northern Digtrict of
Cdifornia. Through the Internet, the Open Sesame Group maintains a permanent and established, abeit
virtud, place of business in the Northern Didrict of Cdifornia Venue therefore is gppropriate in the
Northern Didtrict of Cdifornia

C. Principles of Equity and Reasonableness and the Underlying Principles of Venue Argue
for the Finding of Proper Venue in the Northern Didrict of Cdifornia

The rationde for the redrictive nature of venue in patent infringement suits arises from the

peculiar nature of such suits:

The patent venue statute reflects a legidative policy recognizing the technicd and
intricate neture of patent litigation. Because of the obvious difficulty involved in a
court attempting to ascertain from the mass of technica data presented the
pertinent and determinative facts, Congress saw fit to narrowly confine the
venue provisons gpplicable to this type action. It was ther bdief that
practicaity and convenience are best served when the case is prosecuted where
the dleged acts of infringement occurred and where the defendant has a regular
and established business.

Bradford Novelty Co. v. Manheim, 156 F. Supp. 489, 491 (SD NY 1957) (citing Ruth v. Eagle-
Picher Co., 225 F.2d 572 (10th Cir. 1955)). When the aleged infringement occurs on the Internet and
the technica data and relevant facts are available everywhere with Internet access, as easly asthey are
available anywhere else, the rationde of convenience and fairness to the defendants are substantialy
mitigated. While this principle does not obviate the need to adhere to the language of the statute, when
the question of what a “regular and established place of busness’ or infringement within the Didrict
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means in an Internet context arises, it provides a measure for applying these rules to that context.

If venue is dtrictly tied to physica location, then the enforcement of U. S. patent protection is
serioudy undermined. Defendants, such as the Open Sesame User’s Group and its members can
readily insure that their only physical presence is outsde the U.S. The international aspect of the
Internet then dlows them to fully and fredy maintain development and didribution within the U.S. of
software which infringes U.S. patents, but not necessarily those of the sovereignty in which their server
islocated. Thiswould then leave the patent holder with two options. attempt to identify each individua
user in the U.S. and pursue patent infringement actions againgt them, or smply dlow their intelectud
property rights to go undefended to any who would choose to abuse them. The former option is not
paatable from ether a practica point of view or ajudicid efficiency view, and the latter option is Smply
an abandonment of Condtitutionaly created rights to technologica highwaymen.

1. SERVICE OF PROCESS IS VALID AGAINST THE OPEN SESAME USERS
GROUP AND DOE DEFENDANTS 1-1000.

A. Service By Posting A Copy of the Summons and Complaint to comp.os.opensesame
Condgtituted Vaid Service To The Open Sesame Users_Group.

Service of process must conform to both Condituiond as wel as datutory requirements.

Condtitutiondly, the requirement is that service must be “notice reasonably caculated, under al the
circumgtances, to apprise interested parties of the pendency of the action and afford them an
opportunity to present their objections.” Mullane v. Central Hanover Bank & Trust Co., 339 U.S.
306, 314 (1952). Statutorily, service of process must conform with federa and state requirements.

Service on an unincorporated association, such as the Open Sesame Users Group is governed
under Federd Rules of Civil Procedure 4(h) which holds that service on an unincorporated association
may be effected:

(1) inajudicid digtrict of the United States in the manner prescribed for
individuas by subdivison (e)(1), or by ddivering a copy of the summons and of
the complaint to an officer, amanaging or generd agent, or to any other agent
authorized by appointment or by law to receive service of process and, if the
agent is one authorized by statute to receive service and the statute so requires,
by aso mailing a copy to the defendant, or

(2) in aplace nat within any judicid didrict of the United States in any manner
precribed for individuas by subdivison (f) except personad deivery as
provided in paragraph (2)(C)(i) thereof.
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Cdlifornia Code of Civil Procedure 8416.40, likewise defines the sandards for sarvice of

process on an unincorporated association,

A summons may be served on an unincorporated associaion (including a
partnership) by ddivering a copy of the summons and of the complaint:

(a) If the association is a generd or limited partnership, to the person designated
as agent for service of process as provided in Section 24003 of the
Corporations Code or to a generd partner or the generd manager of the

partnership;

(b) If the association is not a generd or limited partnership, to the person
designated as agent for service of process as provided in Section 24003 of the
Corporations Code or to the presdent or other head of the association, a vice
president, a secretary or assistant secretary, a treasurer or assistant treasurer, a
general manager, or a person authorized by the association to receive service of
process,

(c) When authorized by Section 15700 or 24007 of the Corporations Code, as
provided by the gpplicable section.

The Open Sesame Users Group does not fal within subsection (&), so the question is whether
the posting of the natice to comp.os.opensesame would condtitute ddivery of the notice to one
of the people designated in subsection (b), or could be authorized under (¢). It is clear that the
Cdifornia code anticipates a more traditional organizationd sructure for an unincorporated
association than the Open Sesame Users' Group appears to possess. However, it is clear that
there is some organizationa structure to the Users Group. Only the modifications to the Open
software deemed useful were merged by a smal group of developers and posted to the FTP
and web server maintained by the group in Finland. Since the Open Sesame Users' group was
chartered for the purpose of producing and enhancing the Open software, the control of what
software is posted manifests leadership of the organization. This smal group of developers
congtitute the head of the association as envisoned in Cdl. Civ. Proc. Code §416.40 and the
managing agent under F.R.C.P. 4(h). Likewise, the salf imposed requirement that software
posted to the newsgroup would be evauated for usefulness implies diligence in monitoring the
comp.os.opensesame newsgroup. For these reasons, the posting to the newsgroup should and

does congtitute ddlivery to the head of the Open Sesame Users Group. Closed Corp. has
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made use of the same method that the group itsdf relies upon to conduct its own day-to-day
business with its leadership in order to inform that leadership of this suit. No other form of
delivery would be as effective, given the circumstances, to inform the parties of the pendency of
this action.

Under Cal. Civ. Proc. Code 8416.40(c), service may be as permitted under California
Corporations Code 824007, which provides that:

If designation of an agent for the purpose of service of process has not been
made as provided in Section 24003, or if the agent designated cannot with
reasonable diligence be found at the address specified in the index referred to in
Section 24004 for ddlivery by hand of the process, and it is shown by affidavit
to the satisfaction of a court or judge that process againgt an unincorporated
association cannot be served with reasonable diligence upon the designated
agent by hand or the unincorporated association in the manner provided for in
Section 415.10 or 415.30 of the Code of Civil Procedure or subdivision (a) of
Section 415.20 of the Code of Civil Procedure, the court or judge may make
an order that service be made upon the unincorporated association by delivery
of a copy of the process to any one or more of the association’s members
designated in the order and by mailing a copy of the process to the association
a its last known address.  Service in this manner congtitutes persond service
upon the unincorporated association.

If the court finds that service by posting to the Usenet newsgroup was inadequate service, then
the court may alow service on the association by delivery to the one identified member of the
association, Ms. Goat, who has aready been served. Since the association has never had any
known address, the second part of this requirement may aso be best effected by service on
Ms. Goat.

B. Savice By Electronicdly Malling (e-mailing) to the E-mail Addresses of Posters to
comp.os.opensesame, Posting on the comp.os.opensesame Newsgroup, and
Publishing in the Open Source Newd etter Constituted Adequate Service of Process To
Doe Defendants 1-1000.

The problems presented by this case have recently been recognized by this court, “With the rise

of the Internet has come the ability to commit certain tortious acts, such as defamation, copyright
infringement, and trademark infringement, entirdy on-line. The tortfeasor can act pseudonymoudy or
anonymoudy and may give fictitious or incomplete identifying information.” Columbia Insurance Co.
v. Seescandy.com, 185 F.R.D. 573, 578 (N.D. Cal. 1999). It has been noted that “in such cases the
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traditiond reluctance for permitting filings againgt John Doe defendants or fictitious names and the
traditional enforcement of drict compliance with service requirements should be tempered by the need
to provide injured parties with aforum in which they may seek redress for grievances.” Id.

Unlike most distributed open source software development, the developers of Open have
chosen to remain anonymous.  Their meeting location exigts only in cyberspace, and their use of the
Internet alows them to maintain the organization necessary to achieve the development of a complex
operating system software without requiring the traditiond trappings of conventiona organizations.
However, this should not mean that the members of the Open Sesame Usars' Group can infringe & will
within Cdifornia and avoid service. Cd. Civ. Proc. Code § 413.30 authorizes the court to order
dternative methods of service. The relevant provision holds,

Where no provison is made in this chapter or other law for the service of

summons, the court in which the action is pending may direct that summons be

served in a manner which is reasonably caculated to give actud natice to the

party to be served and that proof of such service be made as prescribed by the
court.

The developers of the Open operating system use the Internet, including web sites, Usenet newsgroups,
and email to indtigate, develop, and didribute the software. They eschewed a more traditiona
organization or collaborative techniques. As a consequence of their choices, no traditiond method of
sarvice proscribed in gtatute, including firgt class mail, or publication in a traditiond print newspaper, is
as likely to provide these defendants with actua notice, as the efforts undertaken by Closed Corp.
Closad Corp. is using the very methods that the defendants relied on to develop the infringing software
to notify them of thissuit. Closed Corp. isnot emailing arbitrary individuds, but rather those individuals
who gave e-mail addresses in their pogtings to the comp.os.opensesame newsgroup. Closed Corp. is
not posting the notice to arbitrary web stes or on-line newdetters, but to the OpenSource newdetter, a
newdetter pecificaly targeted to, and popular with, the open source development community. Closed
Corp. did not post the notice to arbitrary Usenet newsgroups, but to comp.os.opensesame, the very
newsgroup created and utilized by the defendants to develop the infringing software a issue. These are
actions more caculated to give actua notice to the defendants in this action, than any traditiona form of
service, and should be supported as congtituting valid service.
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C. Even If Service of Process Againgt Doe Defendants 1-1000 Was Not Sufficient, This
Suit Should Be Allowed To Continue, Until The Doe Defendants Can Be Identified.

Even if sarvice againg the Open Sesame Users Group and the unidentified individua members
is not adequate, this action should be adlowed to go forward until discovery alows for the identification
of the Doe defendants and they can be served in a more traditiona manner. Generdly courts are
reluctant to dlow discovery to go forward in order to identify defendants. Columbia Ins. at 578.
“[L]imiting principles should apply to the determination of whether discovery to uncover the identity of a
defendant iswarranted.” 1d. These principles manifest themsdves as a three part test: 1) the defendant
must be identified “with sufficient specificity such that the Court can determine that defendant is a red
person or entity who could be sued in federa court ... to ensure that federa requirements of jurisdiction
and judticiability can be satisfied[,]” 2) “dl previous steps taken to locate the dusive defendant” must
be identified to ensure “that plaintiffs make a good faith effort to comply with the requirements of service
of procesy,]”, and 3) the “plaintiff should establish to the Court's satisfaction that plaintiff’s suit against

Id. at 578-79.

The requirement that the unidentified entity be sufficiently identified as one who can be sued in
federa court is met by the facts and arguments given in the on the gppropriateness of jurisdiction above.
These defendants are red entities who have actively engaged in distributed software development using
the Internet and have thereby had significant foreseegble contacts with Cdifornia.  Secondly, the
plantiff’s good faith effort to identify and notify the defendants is evidenced by the gathering of emal
addresses from the Usenet newsgroup, the emailing to those addresses, and posting of notice to
Internet locations most likely to dert the individua defendants to the suit. The act of usng email to
notify defendants has been seen as evidence of a plaintiff’s good faith effort to serve a defendant. 1d. at
579. Mogt ggnificantly, plaintiff hasidentified at least one actud person — Ms. Scape Goat. Findly, the
defendant has presented a case for infringement of its U.S. patents in the origina cause of action against
the defendants. Defendants have not aleged any facts to counter those arguments and evidence that the
Open software infringes patents held by Closed Corp. on Views™. For these reasons it is proper to
dlow discovery to go forward againgt Ms. Goat and those entities that have had dealings with the Open
Sesame group and its members, including the hardware manufacturers who are now bundling the Open
software on machines they sdll, in order to ascertain the true identities of the defendants so that they may
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be served.
CONCLUSION

The Internet is not the wild west, it is not without law or order. Just as actions on the Internet
have repercusson which effect and harm persons who inhabit the tangible world in which we dl live, s0
must individuas who act on the Internet be subject to the laws and jurisdiction of courts in the tangible
world for the adminigtration of jugtice. In this case, the Open Sesame Usars Group, the members of
that group, and Ms. Goat have dl taken actions on the Internet which fairly warrant the continued
adminigration of thet justice in the Northern Didrict of Cdifornia
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